Appl. No. 10/681,340 

Amdt. dated September 1 , 2006 

Reply to Office action of May 2, 2006 

REMARKS/ARGUMENTS 
Summary of Office Action 

In the Office Action, claims 1-12, 14, 15, and 17-26 were rejected by the 
Examiner under 35 U.S.C. 103(a) as being unpatentable over U.S. Pat. No. 
5,762,145 (Bennett) in view of U.S. Pat. No. 5,127,706 (Clark), and further in 
view of U.S. Pat. No. 6,571,978 (Puempal et a!.). Applicant notes that in the 
Office Action, the Examiner refen-ed to "Puempal '878". This appears to be a 
typographical error, and Applicant has interpreted this language to refer to 
Puempal '978. 

Claims 13 and 16 were objected to as being dependent on a rejected base claim, 
but allowable if rewritten in independent form. 

Remarks Regarding Amendments 

In the Claims: 

Claims 1 , 4, 6, 7 and 20 have been cancelled without prejudice or disclaimer. 

Claims 2, 3, 5, 8, 9, 10, and 11 have been amended to depend from amended 
claim 24, and to use temiinology consistent with amended claim 24. 

Claim 12 has been amended to specify that the plurality of sockets of the tank 
have a common size and shape. 

Claims 15-19 have been amended to use terminology consistent with amended 
independent claim 23. Claim 15 has also been amended to specify that the 

plurality of sockets have a common size and shape. 

Claim 23 has been amended to specify a plurality of cartridges in combination 
with a fuel tank, the cartridges having casings of common size and shape. 



7 



Appl. No. 10/681,340 

Amdt. dated September 1 , 2006 

Reply to Office action of May 2, 2006 

Claim 24 has been amended to recite a plurality of cartridges having a common 
size and shape. 

Claim 25 has been amended to depend from claim 23. 

Applicant submits that these amendments do not add new matter to the 
application. 

Remarks Regarding S. 103fa) Claim Rejections 

Independent claim 1, and claims 4, 6, 7, and 20 depending therefrom, were 
rejected but have now been cancelled. 

In rejecting independent claim 12, the Examiner stated that Puempal '978 
teaches a fuel tank to which a plurality of combustion suppressing cartridges may 
be attached. The Examiner further stated that the tank of Puempal '978 has a 
plurality of faces and a plurality of sockets having every possibility of receiving 
one of the plurality of cartridges. 

This rejection is traversed with amendment. Applicant respectfully submits that 
the Examiner has failed to establish a prima facie case of obviousness regarding 
claim 12 for at least the reason that the prior art references provide no motivation 
for the combination relied upon by the Examiner to reject claim 12. 

The Federal Circuit has held that: 

Obviousness cannot be established by combining the teachings of the prior art to 
produce the claimed invention, absent some teaching, suggestion or incentive 
supporting the combination. 

In re Geiger, 1987 
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Furthermore, the Federal Circuit has stated: 

The mere fact that the prior art could be so modified would not have made that 
modification obvious unless the prior art suggested the desirability of the 
modification. 

In re Gordon, 1984 

Applicant respectfully submits that the Examiner's assertion that sockets in the 

tank of Puempal "have every possibility of receiving one of the cartridges" is 

an impermissible use of hindsight and insufficient to establish a prima facie case 
of obviousness. As summarized more recently by the Federal Circuit: 

"to establish a case of obviousness based on the combination of elements disclosed 
in the prior art, there must be some motivation, suggestion, or teaching of the 
desirability of making the specific combinafion that was made by the applicant... 
Close adherence to this methodology is especially important in cases where the very 
ease with which the invention can be understood may prompt one to fall victim to the 
insidious effect of a hindsight syndrome wherein that which only the invention taught 
is used against its teacher." 

In re Kotzab, 2000 

Furthermore, Applicant submits that any recess or depression in Puempal '978 
would be recognized by one skilled in the art as having a purpose, for example, 
for clearance between the tank and the vehicle chassis or to fit another element 
of the Puempal device. Such purposes would be defeated by insertion of a 

cartridge therein, and so for this additional reason the rejection of claim 12 fails to 
make out a prima facie case of obviousness, and ought to be withdrawn. 

Applicant further requests that the rejection of claim 12 be withdrawn on the 
basis that prior art references, taken separately or in combination, fail to disclose 
all of the limitations of amended claim 12. Amended claim 12 recites a plurality 
of sockets in each of at least one of the faces of the fuel tank, each one of the 
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plurality of sockets having a common socket size and socket shape and 
configured to receive any one of a plurality of cartridges. 

The Examiner referred to "a plurality of sockets (not numbered)" as disclosed in 
Puempal '978. Applicant is not entirely certain as to which structure of Puempal 
'978 the Examiner is referring. Applicant observes that the underside face of the 
tank has an un-numbered hollowed area generally separating the tank into left 
and right regions 12, 14 (ref. Fig. 1, and col. 3, lines 56-62). The top face 
appears to have un-numbered features that may be depressions or hollowed 
areas, but this is not entirely clear, and these features do not appear in any of the 
side views, and are not discussed at all in the description. In any event, none of 
these "un-numbered features" define a plurality of sockets having a common 
socket size and socket shape, provided in a single face of the tank, and 
configured to receive a combustion suppressing cartridge as claimed in amended 
claim 12. Applicant submits that amended claim 12 is allowable. 

Claim 22 depends from claim 12. Applicant submits that claim 12 is allowable (as 
argued above), and that claim 22 is therefore allowable in that it depends from an 
allowable base claim. 

Independent claim 23 was rejected as being obvious, the Examiner stating that 
the claimed cartridge was disclosed by Bennett '145, except for any mention of 
its shape or size, which would have been obvious to one having ordinary skill in 
the art at the time the invention was made. 

Applicant respectfully traverses this rejection, with amendment. Applicant 
submits that Bennett '145 discloses a powder panel customized to fit over a 
single face of a fuel tank. Each panel is cut around its edges and/or provided with 
precisely located holes to fit a particularly sized and shaped fuel tank. In contrast, 

the invention defined by claim 23 (as amended) is directed to a combination of a 
plurality of cartridges and a fuel tank. The cartridges each have a casing, and 
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the casings have a common casing size and casing shape and are configured so 
that the plurality of cartridges may be affixed to each of one or more faces of the 
fuel tank. This structure is advantageous over Bennett '145 because, for 
example, the plurality of cartridges can be mass-produced and ready for 
attachment directly to one or more faces of any of a variety of fuel tanks, without 
the need for customization of the cartridges. 

Bennett fails to teach or disclose a plurality of cartridges of equal size and shape, 
all of which (as a plurality) are affixable to a single face of a fuel tank. Clark 706 
and Puempal "978 similarly fail to teach or disclose this limitation. Since the prior 
art fails to disclose all of the limitations of amended claim 23, Applicant submits 
that the obviousness rejection against claim 23 ought to be withdrawn. 

Claims 15-19 and 25 depend, directly or indirectly, from claim 23. Applicant 
submits that claim 23 is allowable (as argued above) and that claims 15-19 and 
25 are therefore allowable in that they depend from an allowable base claim. 

Furthermore, claim 15 recites a plurality of sockets provided in the outer surface 
of the fuel tank, each socket having a common socket size and socket shape and 
configured to receive any one of the plurality of cartridges. Applicant submits that 
Bennett, Clark, and Puempal fail to disclose this limitation, and that claim 15 is 
allowable for this additional reason. Furthermore, with respect to "un-numbered" 
sockets identified by the Examiner to be present in Puempal '978, Applicant 
respectfully submits that such depressions or recesses would be recognized by 
one skilled in the art as having a purpose of providing clearance between the fuel 
tank and chassis elements of the vehicle. Such depressions correspond to the 
"raised portions and depressed portions, generally referred to as contour 
irregularities 18" as described in the present application (see Para. 26), and 
contrasted by the sockets 180, for example, of the present application. Placing a 
combustion suppressing cartridge in any of the recesses or depressions of 
Puempal '978 would destroy the intended function of such recesses or 
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depressions. Accordingly, a prima facie case of obviousness has not been 
satisfactorily established and the rejection ought to be withdrawn for this 
additional reason. 

Independent claim 24 was rejected as obvious, the Examiner stating that Bennett 
'145 disclosed the claimed invention except for any mention of its size or shape. 

Applicant respectfully traverses this rejection, with amendment. As mentioned 
previously regarding claim 23, Applicant submits that Bennett '145 discloses a 
powder panel customized to fit over a single face of a fuel tank. Each panel is cut 
around its edges and/or provided with precisely located holes to fit a particularly 
sized and shaped fuel tank. 

In contrast, claim 24 (as amended) is directed to a plurality of combustion 
suppressing cartridges, each having a casing, the casings having a common size 
and shape and configured so that the plurality of cartridges may be affixed to 
each of one or more faces of a fuel tank. 

Bennett fails to teach or disclose a plurality of cartridges of equal size and shape, 
all of which (as a plurality) are affixable to a single face of a fuel tank. Clark 706 
and Puempal '978 similarly fail to teach or disclose this limitation. Since the prior 
art fails to disclose all of the limitations of amended claim 24, Applicant submits 
that claim 24 is allowable. 

Claims 2, 3, 5, and 8-1 1 have been amended to depend from claim 24. Claim 26 
also depends from claim 24. Applicant submits that claim 24 is allowable, as 
argued above, and that claims 2, 3, 5, 8-11, and 26 are therefore allowable in 
that they depend from an allowable base claim. 

In view of all the above, Applicant respectfully submits that the claims presently 
on file are patentable over the prior art. Applicant submits that this is a complete 
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response to the outstanding Examiner's communication and that this application 
is now in condition for allowance. A notice to that effect is respectfully solicited. 



If additional fees are required, please charge the fees to our Deposit Account No. 

02-2095. 



Respectfully submitted, 



DR. CHANGIZE SADR 




Jamfes A. Raakman 
Reg. No. 56,624 
(416) 957-1654 
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